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I hereby certify that this correspondence is being traniroitied by (acgimilc to 
*ttc Patent and Trtidemack Office at fecsimilc number (703) 872-9306 
addressed lo: Assisiafit Conunissipncr for P^tenis, Washingion, D.C. 202,1 \ 
OA 2L12 yPj 



Docket No. 97-2 
PATENT 




THE UNITEP STATES PATENT AND fltADEMARK OFFICE 



In re Application of; . 
Serial No.: 
FUed: 
For: 



Gbldwasser, et aL 

08/847,967 

04/22/1997 

The Cornbinatorial Synthesis of Novel 
Materials 



Assistant Commissioner for Patents 
Washington D,C, 20231 



Group Art Unit 1627 J. , 
Examiner Baker, M. 



Sir: 



TRANSMITTAL LETTER 



Transmitted herewith (check all that apply): 



[ ] Preliminary Amendment ' 

jx] Supplemental Response H ^ 

[ ] Response/Amendment After Final 

[ ] Supplemental Amendifjent 

|X] Declaration of F#^J. BtSalvo 

[Xl Declaration of M* JHvcnney. 

[ ] Supplemental Declaration 

[ ] Power of Attorney *^ 

[ ] Change ofj^orrespondence Address 

[ ] Associate Povypr of Attorney 

[ ] Response to Missing Parts 



[ ] Information Disclosure Statement 

[ ] Petition Under 37 CFR 1 -97<d)(2) 
[ ] Foimal Drawings ^u.j"' 
[ ] Declaration Under 37 CFR 1.13 1 ... — 

[ ] Declaration Under 37 CFR 1.132**^ 
[] Teiminal Disclaimer ^- *" " 

[ j-Small Entity Statement 
[ ] Request for Refund ^-^w 
[ I'Appeal _ iT ' „ 

1 j^Pctition for Extcnsion^of Time (3monthi) 
[ ] SlatQSiiLetter 



— — to be filed in^tfie above-identified patent application. ^ 



[X] No fee is required^ ^ .^'^^ 
_ ^ ^ ' ^ '-^ 

"[X]'The Commissioner is hereby authprizedSo charge payment of any additional 'filing fees required 
under 37 C.F.R. §.1:16, in connection with the papcr(s)^transm]ttcd herewiSi, or credit any , *^ 
overpayment of same, to Deposit Account No. 50-0496. ^ ^-^^ 

A duplicate copy of this Transmittal Letter is transmitted herewith. " ' -Tt^ 
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FATBNT 



Date; 





Paul A. stone 
Reg. No. 38, 628 ~" 
' Attorney for Ai>plicant(s) 



Symyx Technologies 
3 100 Central Expressway 
-Santa Clara, Califi)nua.95051 
Tel.: (408) 764-2000 Fax: (408) 773-4029 
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Symyx" _ , 



SyMYX TECHNOLOGIES, INC. 

3100 CENTFwi Expressway 

— SATOTA^ClARA, CA 95051 
Phone: 408-773^27 
Fax: 408-773-4029 



FAX TRANSMITTAL SHEET 



Date; February 12, 2003 " ¥rom:<^ Paul A. Slone " ^ 

. Reg. ]VIo. 38»628 

To; Assistant-CoBttKnissioner ofPatents . • w.. 

Washington, DC 20231 Fax No: (703) 872-9306 ^^-T 

Number of pages included in this fax: 39 - - 



In re Application of: 
Serial No.: 
Filed: 
For 



Goldwasser, et al. 
08/847^67 



(ft/22/19l7 

^ The Combinatorial Synthesis of Novel 
Materials 



Group Art Unit: 1 627 - ..^ 

Examiner: Baker, ' " 



Dear Sir: ^ ^ 

Enclosed please find copies of the foUoifving documents to be filed * 
regarding the above identified patent application: 



• Transmittal — no fees (2"pages) 

\ Supplemental Response H (4 pages) 

• Declaration of Francis J. DiSalvo Under 1:132 (12 pages) 

• Declaration otM^rtin I>evenney Under 1.132 (20.pages) 

Please enter these into the file and contact us if necessary. - 



FAX REcJ&VED 




^ ^ ^Respectfu]iJ3rSubmitted, _ 
PautA. Stone 
_ ;:::3leg^No. 38,628 ^ 



facsimile message is for the sole use of the miendedirecipiknt(s) and may^contam confidential 
and privileged information* Any unauthorized' re\den\y Usey disclosure'Or distribiition is prohibited 
If you are not the intended recipient, please contact the sdrtaer and destroy all copies of the original 
message. 
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CERTIFICATE OF TIUNSMISSION BY FACSIMTLB 



1' hereby certify that this coirespondecce is bemg iransmitled by fecsimilc to- 
thc Paimk and^Tiademark Office ai fecsiraile number (703) 672-9306 addxtssed 
to: Assistant CommissioDcr for P&tents, Washiflgtcm^ D.C. 20231 on 



BY: 



Suzanne Sha^Mj!,, " Cy 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

. In re Application of: Golclwasser et aL ^ 



Serial No.:. 

Filed: 

For: 



08/847,967 
4/22/1997 

The Combiliatorial Synthesis of Noyel 
Materials 



Group Art 1627 
- Unit: 

Examiner: Baker, M. 




Assistant Commissioner for Patents 
Washington, D.C. 20231 



SUPPLEMENTAL RESPONSE H 



Sin 



This Suppl^smental Response H is being subihitted to make the enclosed Ded^ation of . 
Francis J, DiSalyo and the enclosed Declaration of Martin Devenney of record in the above- 

- identified patent application. This Response H supplementyhe previously-submitted-*: - 
Amendment F (filed November 4, 2002) and Amendment G (filed January 15, 2003)* „ T 
- ^ - Applicants respectfully request teconsideiation of the above-referenced pafent applicatioii: 

^in view of the enclosed declarations and the following remarEsp — - ^ 



Declaration of Dr. Francis J. DiSalvo^ -J^^^ - 

Applicants are^submitting herewith the Declaration of Francis J. DiSalvo*(the "DiSalvo 
Declaration'') under ST'C.F.R. § 1' 1 32 for consideration iii*coi3nection with the-above^identified ^ 
patent application. Dr. DiSalvo has considerable experience in thejield?of inorganic materials^^^ 
including chemistry and solid-state chemistry. (See paragraph 2 of the DiSalvo'^Declaration). 
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Dr. DiSalvo concludes, based upon a review of the currently pending claims (independent 
claims 42, 68, 70, 72, 74, 84 and 88 and claims depending therefi;om), and upon a review of the 

- prior'art relied upon in the most recent Office action, that at a time priori October 18,1 994, a 
person of ordinary skill in the art would not have been led from^these references to the invention 

""Idefmed by the currently pending claims^ (5ee paragraphs 7-14 of the DiSalvo Declaration). The 

analysis presented by Dr. DiSalvo clearly demonstrates that theTpresently-defined inventions 
* - " , ' 

- would not have been obvious in view of the art of record. « ' - 

*In summ^, even if Fister et al and CaviccM et al are, argw^c/£?,'Considered in ' 
combination, they do not disclose or suggest important features of Applicants' invention- 
Significantly, for example, neither Fister et al or Cavicchi at disclose or suggestjsreparing u 
-arrays of diverse materials using a protocol that includes varying the imposition, concentration, 
stoichiometry-or thiclcness of the delivered {e.g., first or second) component, c& compared^ ^, - - 
between respective material-containing regions - a step that is required b^^ach of the claims 
"defening the present invention. {See paragraph 9 of the DiSalvo Dedaration)^ Other required 
- " aspects of certain independent and/or dependent claims are'likewise npt taught or suggested by - • 
the references relied upon in this rejection, and in fact, the art of record, teaches away from at 

- least some of such inyeritiohs. Hence, the OfBce action does not estabUsh obv&iisness, because 
technically and commercially significant features of the presently-claimed inventions are nof '~ 
tau^t or suggested by the prior art relied upon in the Office* action. The law is clcar%at "to 
establish ^prima facie case of obviousness, all the claim limitations must be taught or suggested 

' . by the prior art ." See MEEP Sec..2143.d3; In re Royka, 180 USPQ 580 (GCPA 1974). ~ 

, Additionally? and independently of the aforementioned reasons, prima facie obviousness 
^is not established because the Office action do'^s not demonstrate motivation exiding 'iniJSe art 
that ^vould have led a skilled artisan^to combine the teaching of the references in a-manner that"" 
would have led to the claimed indentions. {See paragraphs 9 to 14 of the DiSalvo Declaration). 
As noted in the previously-suBmitted*Amendment F, to the extent that the-®£fice action att^pts 
to extrapolate the cited b^is-for motivation in order to derive Applicants' iaiventioTi, such ^ 

.^.Z^ '^extrajKjlated motivation is improperly relied upon, in that it is'not derived fr<^She teachings of 
the cited art. Further, tq^the extent that the Examiner is extrapolating a more general basis for 

^ "motivation from the teachings' of Cavicchi et al , or is relying 6n some other more general 
understanding s the art^ Applicants respectfiiUy submit that the asserted motivation resulting 
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" ^ from such extrapolation is inadequate to"establish a prima facie case of pt^viousness imder.the ■ 

law because it is too general to motivate a skilled artisan to arrivcat the specific invention m 

defined by the claims at issue. In re Fine, 5 USPQ2d 1 596 (Fg± Cir. 1 988); /^ /-e Dow <x. 

Chemical Co., 5 USPQ2d 1529 (Fed. Cir. 1988); In re:Geiger;2 VS?Q2d 1276 (Fed; Cir. 1987). .^.J- 

- ^^Further, Dr. DiSalvo has testified to facts that support the non^bviousngss of the present 

^ invcntions-bas^on objective considei^tio)Cis/(5ee paragraph 14 ofrtheDiSd - ^ ^ 

' ^ particular, Dr, DiSalvo notes the significant contribution of the ^ . . ^ 

" advancing materials discovery research, and especially thin-filminorganic materials,researchi' 

' Accordingly, applying the law to the facts that axe'established by the E^Salvo Declaration- ^ *p 

can lead^to^only one set of conclusions: that the art does not teachaH of the*requirements.of • ^ • 

Applicants' invention, that the requisite motivation did not exist in the ^/ at the tune of 

Applicants' invention^^and that objective considerations evidence non^obviousness. Therefore^ " 

the invention defined by the presently pending claims would ijot have homprima facie obvious. 

Declaration of Dr. Martin Devennev ^ ' ^ - ' „ 

AppUcants.aredso submitting herewith the Declaration of Martin D^^ — ^ 

"Devetmey Declaration") under 37 CF.R. § 1 . 1 32 for consideration-in^ connectiOQrvtfith the ' - ■ 

above-identified patent application. Dr. Devermey has considerable,experience iif the field of . " ' 

inorganic materials synthesis and characterization, and in particulaTj in the^s^thesis^ ^- ' 

characterization, and evaluation of materials used in electrochemical systenis. {See paragraph*2 - 
of the Deveriney Declaration). As the Director of the Electronic anS Related Materials Group at " 
Syaiyx TechnliJlbgies, Inc^,.Dr. Deyenney has a meaningfiil perspective regardirtg>industrial , -•-''^ - 
adaptatioDLof the teclfiiiques disclosed and claimed in Applicants* invention*i^ 2 "^^^ 
V , ' Dr. Devenney smnrriarizes facts that clearly demonstrate the commercial success^of * \ - rr 
- Applisants^nvention as defined by Mxlependent claims 42, 68, 70, 72, 74, &*and 88 zmd claims ^ 

depending th^re^om, Notably, the synthesis of-arrays of inorganic materiater^^ ' _ ^ 

^ substrate,lis required by these claims, have been comniercially^appEed-bj^Symyx'^^chnologies - ^ ^' 
^Inc- in collaborStive research efforts with^a variety^o^ r - 

organizaitions having significant chemical research"experienc^ (5ee paragraph 4 

of the Devenney declaration).' As. detailed by DrTDevemiey, Symyx has suc^essfuily . — 
implemented collaborative research programs involving execution of the claimed methods for^ ■ 

• ■ ■' - • ' ^ ... . - ' ' ■ 
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preparing arrays of inorganic materials in many industrial markets, and^has had successfully 
outlined certain technologies specifically designed to practice the claimed invention as part of 
Symyx^ Discovery Tools® business. These activities unequivocally demonstrate the«commercial 
success of Applicants^invenlibns. " " - cz , — ^ 

"-^ Hence* the noff<)bviousness^of the inventions defined by the ^esently pending claiiM is*"* 
also demonstrated*Sy objective considerations Such objective factors ^ust-^e considered- in^- 
evaluating the iss^ue of nonobviousness. See Minnesota Mining & Manufacturing Co. v. Johnson.^- 
& Johnson Orthopaedics; Inc., 24 USPQ2d 1321, 1333 (Fed Ci£ 1992); Gillette Co. y^kc. 
Johnson & Son, Inc.\6 USPQ2a 1923, 1928 (Fed Cir. 1990); ^ ^ 



- • In view of the evidence submitted h^ewith. Applicants respectfully submjt that the 
' inventions defined by the presently-pending claims would not have bejen<>bvious to a person of^ - 

ordinary skill m the art at the time of Applicants invention. -. r - ' " ^ . . - 

> . '~ * 

, .. CONCLUSION . - - ' . 

. Applicants believe all claims now pending in this Application are in condition for 

allowance. The issuance of a formal Notice of Allowance at an early >da.t& is ijespectfully 

•- ■ . , - ^ 

requested.- - ^ " * ^ 

^ Although Applicants* believe that no fGrther fees are^equired in connection with this 
Supplemental Response H, the Examiner is hereby authorized to charge 'any necessary and _ ^ 

proper fees required in connection with'thJs application, or to credit any refund in connection " 

* ^. " 

therewith, to Deposit Account No. 50-0496, 



- Date Submitted: 





Paul A. Stone ^ " - 
Reg. No. 38,628 

Symyx TechEblogies!! Inc. 
3 100 Cefitral Expressway 
Santa Clara, CA 95051 ^ 
(408)773-4027--- ^ 
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